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DETAILED ACTION 

1 . This Office Action is in response to the Amendment and Response filed on 
02/26/2008 which has been entered. Claims 1-18 are currently pending and considered below. 
Claims 1, 2, 9, 10, 17, 18 are independent. 

Remarks 

2. Specification, (at [0004] of US PGPub. 20040059632 version): 

"In this regard, co-pending U.S. patent application Ser. No. (IBM docket No. JP9-2001-0343), 
which is commonly assigned and is incorporated by reference herein, .. " 

should be amended to 

" In this regard, co-pending U.S. patent application Ser. No. 10/263,217 (IBM docket No. JP9- 
2001-0343), which is commonly assigned and is incorporated by reference herein, .. " 

If Ser. No 10/263,217 issues as patent, the incorporation should refer to the patent number too. 

Response to Arguments 

3. Applicant's arguments have been fully considered but they are not persuasive. 
New grounds of rejection follow, with responses included therein. 
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Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

5. Claims 1-6, 8-14, 16-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hoyle US 6,141,010 A in view of Blaser US 675766. 

Independent claims 1, 9 and 17 and dependent claim 8: 

Hoyle discloses: 

A method, system and computer readable medium stored thereon program instructions 
executable by a computer to perform providing an advertisement to a user over the Internet, the 
method comprising the steps of: 

obtaining (by storing operation unit which operates the CPU— Figure 1 item 14 and 
associated text; col. 6 line 62 to col. 7 line 13) from a first server (Figure 1 item 22 : ADM 
server 2; col. 8 lines 30-40) a plurality of web page URLs (Figure 7 item "associated links" and 
associated text) 

and associated advertisement information for each of the web page URLs (Figure 7 and 
associated text; e.g. "destination links" , "categories"), said advertisement information including 
an address at which associated advertisement data is stored (Figure 7, item "destination links", 
and associated text; col. 16 lines 24-37) ; 
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and storing (by the storing operation unit which operates the CPU— Figure 1 item 14 and 
associated text; col. 6 line 62 to col. 7 line 13) said advertisement information in a local storage 
("Banner storage" item 30 in user computer 18 in Figures 1, 2 or 4 and associated text; Figure 7 
and associated text) 

detecting (by a detecting operation unit which operates the CPU— Figure 1 item 14; col. 
6 line 62 to col. 7 line 13) an URL that the user enters on a web browser (col.16 lines 24-37: 
'recognizing the website being accessed" ); 

retrieving (by a retrieving operation unit which operates the CPU —Figure 1; col. 6 line 
62 to col. 7 line 13) from the local storage the advertisement information associated with the 
detected URL (col.16 lines 24-37); 

reading from a second server, the second server being the same as the first server 
(Figure 3 item 22: ADM server 22; col. 16 lines 37-52 ) the associated advertisement data at the 
advertisement address included in the retrieved advertisement information (col. 16 lines 37-52); 

and displaying (by a displaying operation unit which operates the CPU— Figure 1 item 
12; col. 6 line 62 to col. 7 line 13) the associated advertisement data in accordance with the 
advertisement information (col. 16 line 35). 

Hoyle does not disclose the ad server being different than the ad control server as 
now claimed. 

Further, Applicant(s) argue(s): "Regarding independent claim 1, Hoyle fails to 
disclose, inter alia, 

"reading from the advertisement server the associated advertisement data at the advertisement 
address included in the retrieved advertisement information, and providing the associated 
advertisement data from the advertisement server to the user computer over the Internet; and 
displaying the associated advertisement data in accordance with the advertisement 
information. " On the contrary, in Hoyle, banner advertisements 
are locally stored on the end user's computer 18 in banner storage 30. " 

However Blaser US 6757661 discloses monitoring user activities including targeted 
URLs or search terms and sending " ads objects" based on detecting such targeted user 
activities. "Ad objects" are "data constructs which each include a resource locator of an 
advertisement to be displayed ", (col. 17 lines 47). The association of the targeted Url or search 
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terms to the ad objects are stored at the host server (col. 17 lines 47) and also at the user 
computer (col. 17 lines 9-16; col. 18 lines 37-42) for fast access (col. 18 lines 41-42). 

Thus Blaser teaches accessing an ad server over the internet to retrieve the advertisement 
by clicking on " a resource locator of fthel advertisement to be displayed ". 

Thus it would have been obvious to a person having ordinary skill in the art at the time 
the invention was made (herein a "PHOSITA") to substitute to Hoyle's ad (stored locally) the 
" resource locator of [the] advertisement to be displayed " of Blaser (also stored locally), if it is 
needed or more efficient for the system to store the ads at another server than locally. 

As throughout Blaser, many advertisers are mentioned, it is clear that other ad 
servers may be involved. Further it is admitted that the advertisement server may be one 
and the same as the advertisement control server . 

( See Specification at [0027] "The advertisement control server 150 includes an 
advertisement lookup source database 156 and an advertisement control information source 
database 158, which correspond to the advertisement lookup database 136 and the 
advertisement control information database 138 of the user computer 110, 
respectively. Those skilled in the art will easily recognize that the 
advertisement server 140 and the advertisement control server 150 can be 
implemented at the same server, althoush there is depicted in FIG. 1 that they 
have been implemented at physically separated servers. "). 

Thus Hoyle in view of Blaser discloses as much as the specification. 

Independent claims 2, 10 and 18 and dependent claim 16: 
Hoyle discloses: 

A method, system and computer readable medium stored thereon program instructions 
executable by a computer to perform providing an advertisement to a user over the Internet, the 
method comprising the steps of: 

obtaining from a first server (Figure 1 item 22 : ADM server 2; col. 8 lines 30-40) a 
plurality of web page URLs (Figure 7 item "associated links" and associated text) and associated 
advertisement information for each of the web page URLs (Figure 7 and associated text; e.g. 
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"destination links", "categories"), said advertisement information including an address at which 
associated advertisement data is stored (Figure 7, item "destination links", and associated text; 
col. 16 lines 24-37); 

and storing (by the storing operation unit which operates the CPU— Figure 1 item 14 and 
associated text; col. 6 line 62 to col. 7 line 13) said advertisement information in a local storage 
("Banner storage" item 30 in user computer 18 in Figures 1, 2 or 4 and associated text; Figure 7 
and associated text); 

detecting (by a detecting operation unit which operates the CPU-Figure 1 item 14; col. 
6 line 62 to col. 7 line 13) an URL and a search keyword that the user enters on a web browser 
(col.16 lines 24-37: 'recognizing., the website being accessed,.. the keywords used"); 

retrieving (by a retrieving operation unit which operates the CPU -Figure 1; col. 6 line 
62 to col. 7 line 13) from the local storage the advertisement information associated with the 
detected URL (col.16 lines 24-37); 

reading from a second server, the second server being the same as the first server 
(Figure 3 item 22: ADM server 22; col.16 lines 37-52 ) the associated advertisement data at the 
advertisement address included in the retrieved advertisement information (col. 16 lines 37-52); 

and displaying (by a displaying operation unit which operates the CPU-Figure 1 item 
12; col. 6 line 62 to col. 7 line 13) the associated advertisement data in accordance with the 
advertisement information (col. 16 line 35). 

Hoyle does not disclose the ad server being different than the ad control server as 
now claimed. 

Further, Applicant(s) argue(s): "Regarding independent claim 1, Hoyle fails to 
disclose, inter alia, "reading from the advertisement server the associated advertisement data at 
the advertisement address included in the retrieved advertisement information, and providing 
the associated advertisement data from the advertisement server to the user computer over the 
Internet; and displaying the associated advertisement data in accordance with the 
advertisement information. " On the contrary, in Hoyle, banner advertisements 
are locally stored on the end user's computer 18 in banner storage 30. " 

However Blaser US 6757661 discloses monitoring user activities including targeted Urls 
or search terms and sending " ads objects" based on detecting such targeted user activities. "Ad 
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objects" are "data constructs which each include a resource locator of an advertisement to be 
displayed ", (col. 17 lines 47). The association of the targeted Url or search terms to the ad 
objects are stored at the host server (col. 17 lines 47) and also at the user computer (col. 17 lines 
9-16; col. 18 lines 37-42) for fast access (col. 18 lines 41-42). 

Thus Blaser teaches accessing an ad server over the internet to retrieve the advertisement 
by clicking on " a resource locator of [the] advertisement to be displayed ". 

Thus it would have been obvious to a person having ordinary skill in the art at the time 
the invention was made (herein a "PHOSITA") to substitute to Hoyle's ad (stored locally) the 
" resource locator of [the] advertisement to be displayed " of Blaser (also stored locally), if it is 
needed or more efficient for the system to store the ads at another server than locally. As 
throughout Blaser, many advertisers are mentioned, it is clear that other ad servers may be 
involved. Further it is admitted that the advertisement server may be one and the same as the 
advertisement control server . 

( See Specification at [0027] "The advertisement control server 150 includes an 
advertisement lookup source database 156 and an advertisement control information source 
database 158, which correspond to the advertisement lookup database 136 and the 
advertisement control information database 138 of the user computer 110, 
respectively. Those skilled in the art will easily recognize that the 
advertisement server 140 and the advertisement control server 150 can be 
implemented at the same server, although there is depicted in FIG. 1 that they 
have been implemented at physically separated servers. "). 

Thus Hoyle in view of Blaser discloses as much as the specification. 

Claims 3-4 and 11-12: 

HOYLE in view of Blaser disclose a method and system as in Claims 1-2 and 9-10 above 
and HOYLE further discloses wherein the web page URLs and the search keywords are 
represented by regular expressions (Figure 3, e.g. URL is www.sports.com; keyword is sports or 
stocks). 
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(Note: Since the only relevant paragraph [0031] of the published version of the 
specification- US 20040143496- fails to specifically define" regular expressions" , this phrase 
is interpreted as any expression such as a English terms e.g. "sports "). 

Claims 5 and 13: 

HOYLE in view of Blaser disclose a method and system as in Claims 1 and 9 above and 
HOYLE further discloses the ad data includes other data including a number of times a particular 
ad can be displayed (col. 15 lines 54-58; col. 12 lines 5-6). 

Hoyle however does not specifically disclose the ad information includes information on 
an effective display period of time. 

However an "effective display period of time" is only a common alternative for a number 
of times of display, for the same purpose of limiting the time of exposure of a particular ad so 
others can be displayed (Hoyle, col. 15 lines 58-59). Because it is obvious to use common 
alternative means to achieve the same goal, if desired, it would have been obvious to a person 
having ordinary skill in the art at the time the invention was made (herein a "PHOSITA") to 
replace Hoyle's number of times of display for an ad with an "effective display period of time". 

Also, Hoyle does not specifically disclose display location information of the 
advertisement. However it discloses a banner region 78 (col. 9 lines 26-57; Figure 5 item 78), 
and the ad data can includes other specifying data (col. 15 lines 54-55). Thus it would have been 
obvious to a PHOSITA to add to Hoyle's ad data display location information of the ad to effect 
displaying the ad in the desired user screen region. As discussed in Hoyle, such display control 
techniques as well-known (col. 9 lines 26-57), thus obvious to implement. 

Claims 6 and 14: 

HOYLE in view of Blaser modified as above discussed disclose a method and system as 
in Claims 5 and 13 above and HOYLE further discloses wherein determining if the effective 
display period of time for the advertisement to be displayed has expired (col. 12 lines 5-6). 

It is argued : "For example, with regard to dependent claim 6 (and similarly dependent 
claim) 14, Hoyle/Nicholas fail to disclose "wherein said step of displaying further comprises the 
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step of checking a validity of the advertisement by determining if the effective display period of 
time for the advertisement to be displayed has expired. " 

However, Hoyle, col. 12 lines 5-6, discloses an allotted number of times to display each 
ad, and mentions a timer, thus this reads on "determining if the effective display period of time 
for the advertisement to be displayed has expired". 

Further Blaser also discloses ads being changed after a certain period of time. 
See, e.g., Blaser, Brief Summary Text - BSTX (13): 

Some online service providers have derived revenue by displaying 
advertisements for third parties (hereinafter, "advertisements") to users. For 
example, when a user accesses a web page on the Web, an advertisement may be 
displayed to the user as part of the web page. Advertisements are also shown 
to users of some proprietary online services. Typically in such systems, each 
user accessing a certain screen or site is shown the same advertisement. 
Sophisticated systems have the capability to change the advertisement after a 
certain period of time. 
Thus the feature is well-known before invention and incorporating old elements (i.e. 
adding this teaching of Blaser to Hoyle in view of Blaser) has been held obvious. See 
"Examination Guidelines for Determining Obviousness Under 35 U.S.C. 103 in View of 
the Supreme Court Decision in KSR International Co. v. Teleflex Inc., Federal Register / 
Vol. 72, No. 195 / Wednesday, October 

10,2007Notices,http://www.uspto.gov/web/offices/com/sol/notices/72fr57526.pdf (herein 
"Guidelines") 

7. Claims 7 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hoyle in view of Blaser as applied to claims 5 and 13 above, and further in view of 
Nicholas III, US 6,865,719. 

Claims 7 and 15: 

HOYLE in view of Blaser modified as above discussed disclose a method and system as 
in Claims 5 and 13 above. 
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However, Hoyle does not disclose wherein said step of displaying further comprises the 
step of determining if the advertisement will be displayed within a web browser or outside the 
web browser, based on the display location information. 

However, Nicholas discloses ads shown inside or outside of the browser (Figure 4A items 
408 and associated text; col. 7 lines 55 col. 8 line 8). It would have been obvious to a PHOSITA 
to add this teaching of Nicholas to Hoyle to allow the ad to display where the user 's focus is best 
(Nicholas, col. 2 lines 53-67). 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Wolfe US 6336131 Bl discloses second server to serve ads. 
Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Khanh H. Le whose telephone number is 571-272-6721 . The 
Examiner works a part-time schedule and can normally be reached on Tuesday- Wednesday 9:00- 
6:00. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, James W. Myhre can be reached on 571-272-6722. The fax phone numbers for the 
organization where this application or proceeding is assigned are 571-273-8300 for regular 
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communications and for After Final communications. Any inquiry of a general nature or relating 
to the status of this application or proceeding should be directed to the receptionist whose 
telephone number is 571-272-3600. For patent related correspondence, hand carry deliveries 
must be made to the Customer Service Window (now located at the Randolph Building, 401 
Dulany Street, Alexandria, VA 223 14). Information regarding the status of an application may 
be obtained from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. 

/Khanh H. Le/ 
Examiner, Art Unit 3688 
May 23, 2008 



/James W Myhre/ 

Supervisory Patent Examiner, Art Unit 3688 



